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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this c»mmunication. 

- If NO period for reply is specified above, the maximum statutory period will apply and vAW expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1 .704(b). 

Status 

1)S Responsive to communjcation(s) filed on 25 October 2005 , 
2a)\3 This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 1-4 and 7-22 is/are pending in the application. 

4a) Of the above claim(s) 7-14 is/are withdrawn from consideration. 

5) n Claim{s) is/are allowed. 

6) ^ Claim(s) 1-4 and 15-22 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Application/Control Number: 10/678,242 Page 2 

Art Unit: 3632 

This is the fifth office action for application number 10/678,242, Cup Holder for 
Shopping Carts, filed on October 3, 2003. 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1 .1 14, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on October 
25, 2005 has been entered. 



Election/Restrictions 
Claims 7-14 are withdrawn from further consideration pursuant to 37 CFR 
1 .142(b), as being drawn to a nonelected species, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply 
filed on June 30, 2004. 



Cancellation of Claims 

Claims 5 and 6 have been canceled per applicant's request. 
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Claim Objections 

Claim 18 is objected to because of the following informality: In line 2 of the claim, 
a comma should be inserted after "surface". Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-3, 15-18, and 20-22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent 2,906,124 to Chaney. In regards to claims 1-3, and 20, 
Chaney discloses a holder (10) comprising a fixed size ring (21 ) having a size and 
shape, wherein the ring has an inner surface, a portion of which is flat; a support 
member (37) attached to the ring and having a portion that is substantially horizontal; a 
clip (23) coupled to the holder located on at least one of the ring and the horizontal 
support member; the clip extending substantially downward from and substantially 
perpendicular to an opening formed by the ring; wherein the clip Is in the shape of an 
elongated hook, an elongated portion of the clip providing a resilient retaining force; 
wherein the clip further comprises a resilient member that provides a retaining force; 
and a handle (31) in addition to the support member and coupled to at least on of the 
ring, the support member, and the clip to perniit an individual to grasp and convey the 
holder. 

In regards to claims 15-18, 21, and 22, Chaney discloses a holder (10) 
comprising: a ring (21); a clip (22) attached to the ring; a handle (31) to pemnit an 
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individual to grasp and convey tlie holder; a support member (horizontal portion resting 
on element 13 in Fig. 1) in addition to the handle and attached to at least one of the ring 
and the clip and having a portion that Is substantially horizontal; the handle being 
coupled to at least one of the ring, the support member, and the clip; wherein the clip 
further comprises two resilient extensions (23 & 24); wherein the extensions are 
separated by a dimension suitable to permit the extensions to apply a resilient force; 
and wherein the ring has an inner wall, a portion of which is flat. 

Claims 1 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent 5,464,183 to McConnell et al., hereinafter, McConnell. McConnell discloses a 
cup holder (22) capable of holding a cup on a shopping cart, comprising: a fixed size 
ring (23) having a size and shape suitable for receiving the cup, wherein the ring has an 
inner surface, a portion of which is flat such that the ring is configured to compress the 
cup along the flat portion of the ring thereby contributing to retaining the cup in the cup 
holder; a support member (44) attached to the ring and having a portion being 
substantially horizontal; a clip (28) coupled to the cup holder located on the horizontal 
support member; the clip extending substantially downward from and substantially 
perpendicular to an opening formed by the ring and being shaped to obtain a retaining 
force; and wherein the horizontal support member has an annular shape. 

Claim Rejections • 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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Claims 2, 3, 15-18. and 20-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over McConnell In view of U.S. Patent 5,857,601 to Greenwood. 
McConnell discloses the claimed invention except for the limitations of the clip being in 
the shape of an elongated hook, the clip having a resilient member, and a handle. 
Greenwood teaches a cup holder (20) comprising a ring (43), a support member (45), a 
clip (21) in the shape of an elongated hook, an elongated portion of the clip providing a 
resilient retaining force, wherein the clip comprises a resilient member (24), a handle 
(26) coupled to at the cup holder to permit an individual to grasp and convey the cup 
holder, and two resilient extensions (23, 24) capable of mounting to either side of a wall 
of a shopping cart, and wherein the extensions are separated by a dimension suitable to 
permit the extensions to apply a resilient force. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have modified the 
cup holder in McConnell to have Included the clip as taught by Greenwood for the 
purpose of providing an alternative, mechanically equivalent means for resiliently 
attaching the cup holder to a cylindrical supporting member and for ease of installing the 
clip over a cylindrical supporting member. 

Claim 19 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
McConnell combined with Greenwood and in further view of U.S. Patent 6,299,1 16 to 
Levesque. McConnell combined with Greenwood disclose the claimed invention except 
for the limitation of a protrusion on an upper portion of the cup holder defining a recess. 
Levesque teaches a holder adapted to support a cylindrical object, such as a cup, 
having a ring (42), a support member (22), a clip (12). and a protrusion (46) on an upper 
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portion of the cup holder defining a recess. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to have modified the cup 
holder in McConnell combined with Greenwood to have included the protrusions as 
taught by Levesque for purpose of providing a means for supporting cylindrical objects 
with rims in the cup holder. 

Response to Arguments 

Applicant's arguments filed October 25, 2005 have been fully considered but they 
are not persuasive. The rejections advanced against claims 1-4 and 15-20 stand. 

In response to applicant's argument that the support member in McConnell is not 
configured to rest upon the shopping cart, a recitation of the intended use of the claimed 
invention must result in a structural difference between the claimed invention and the 
prior art in order to patentably distinguish the claimed invention from the prior art. If the 
prior art structure is capable of performing the intended use, then it meets the claim. 
The limitation of the "support member ... is configured to rest upon the shopping cart" is 
merely functional since the shopping cart is not positively recited as an element of the 
instant invention and is not afforded any patentable weight, McConnell need only be 
capable of meeting this limitation and the support member (44) of McConnell does have 
a portion (horizontal portion attached to element 28) that is capable of resting on the 
shopping cart handle based on the shape of the shopping cart handle, wherein the 
shopping cart handle can have a groove for receiving the element 28. 
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In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or In the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, both McConnell 
and Greenwood teach clips that are mountable to a support structure, the design of the 
clip is Irrelevant to the utility and functional limitations of the clip, which in both reference 
is to retain the holder on a support structure. 

In response to applicant's arguments that Greenwood does not teach a handle, 
the handle (26) in the Greenwood reference is coupled to the ring, anything that can be 
grasped by the hand or parts thereof, in order to carry the holder can be construed as a 
handle. In the broadest interpretation of the term, element 26 in Greenwood can be 
used as a handle because it can be grasped by a person's finger for carrying. 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071. 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Levesque is 
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used to teach additional support of cups having a rim portion, wherein the fingers of the 
reference McConnell may buckle and allow the cup to slip through the opening due to 
the weight of cup and its contents. 



Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anita M. King whose telephone number is (571) 272- 
6817. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl Friedman can be reached on (571) 272-6842. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infomiation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 




Anita M. 
Primary Examiner 
Art Unit 3632 



October 2, 2006 



